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IN THE UNITED STATES PATENT AND TRADEM?LRK OFFICB 



Applicants : 



Arlindo L. Castelhano et al . 



Serial No . : 



10/713,280 



Filed 



November 20, 2 003 



Title 



COMPOUNDS SPECIFIC TO ADENOSINE Ai RECEPTOR 
AND USES THEREOF 



1185 Avenue of the Americas 
New York, New York 10036. 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



TERMINAL DISCLAIMER 



Petitioner OSI Pharmaceuticals, Inc., having a place of 
business at 41 Pinelawn Road, previously 58 South Service 
Road, Suite 110, Melville. NY 11747, the sole assignee of 
record of the entire right, title, and interest in and to 
the above- identified application by virtue of an Assignment 
from Arlindo L. Castelhano, Bryan McKibben and David J. 
Witter to OSI Pharmaceuticals, Inc. recorded on April 3, 
2002 at Reel 012791, Frames 0075-0078 in the parent of che 
subject application, copy of which is attached hereto as 
Exhibit A hereby disclaims, except as provided below, the 
cerminai po:rtion of uhe statutory term of any patent 
granted on the subject application which would extend 
beyond the expiration date of the full statutory term 
defined in 35 a.S.C. §154 to S156 and §173 of any patent 
granted on commonly assigned U.S, Patent .Application Mo. 
10/497,451. Petitioner hereby agrees that any patent 
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granted on the subject application shall be enforceable 
only for and during such period that such patent and any 
patent granted on U.S. Patent Application No. 10/497,451 
are commonly owned. This agreement runs with any patent 
granted on the subject application and is binding upon the 
grantee, its successors and assigns. 

In making the above disclaimer, petitioner does not 
disclaim the terminal portion of any patent granted on the 
subject application that would extend to the expiration 
date of the full statutory term as defined in 3 5 U.S.C. 
5154 to §156 and 5173 of any patent granted on U.S. Patenc 
Application Mo, 10/497,451 in the event that the prior 
patent later: expires for failure to pay a maintenance fee, 
is held unenforceable, is found invalid by a court of 
competent jurisdiction, is statutorily disclaimed in whole 
or terminally disclaimed under 37 C.F.R. §1.321, has all 
claims canceled by a reexamination certificate, is 
reissued, or is in any manner terminated prior to the 
expiration of its full statutory term. 

I certify that I have reviewed the attached Assignment, and 
that, to Che best of my knowledge and belief, OSI 
Pharmaceuticals. Inc. has the entire right, title and 
interest in and. to the subject application. I further 
certify that I am authorized to sign this Terminal 
Disclaimer on behalf of OSI Pharmaceuticals, Inc. as 
indicated . 
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I hereby declare that all statements made herein of my own 
knowledge are tzxie and that all statements made on 
information and belief are believed to be true; and further 
that these statements were made with the knowledge that 
willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 
1001 of Title la of the United States Code and that any 
such willful false statement may jeopardize the validity of 
the application or any patent issued thereon. 



Date : 




Michael Rafa, Esq. 
Chief Patent Counsel 
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JOHN P. WHITE, ESQ. 




Chief /nforma«on O 
Washington. DC 2. 
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'I'HE ENCLOS ASSIGNMENT DOCUMENT 

BECORDATION OATE= 04/03/2002 

REEL/FRAME.- OlJTSl/OOT-i 
-XEP, ASSX„ °- 

ASSIGNOR: ""^^^'^ '^^^ FOR 

DETAILS) . 

DOC DATE: 03/11/2002 
DOC DATE; 02/22/2002 
DOC DATE: 03/11/2002 



ASSIGNOR : 

CASTELHANO, ARLINDO L. 
ASSIGNOR: 

MCKIBBEN, BRYAN 

ASSIGNOR: 

WITTER, DAVID J. 

ASSIGNEE: 

^a'so^S^H^-^^^^^^^^^^^^ 

MELVILLE, NEW YORK 11747 

SERIAL NUMBER: lOOOOPftn 
PATENT NUMBER: ^""""^^^ 
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SiftiSignment 



in considerotiom o/ On^ Doilor (Sl.OOl and other good and taiuabit 
considgrationl. thg rtceipf o/ which ii hgrwby acknowUdggd. w . th^ yndtrsigm^d. 

Arllndo L. Castclhano, residing at 3 Eagle Court* New City, New Tork» 10579» 
Bryan McKlbben, residing at 15 Greenridge Avenue, Apt. 8, White Plains, 
New Tork 10605 and 

David J. Witter, residing at 12 Arbutus Road, Putvan Valley, New lork 10579 



Hereby sell, assign and irons Jer to OSI Phar«aceutical8, Inc. 

a cprporoiwm of f*r 5ia#e a/ 
Delaware homing a place of btuinesM at 58 South Service Rd. , Melville, 

NT 11747 Coumif of Suffolk «^ Stase a/ New Tork 

its successors, assigns and legal represemaihes. the entire right, titig and interogt /or all 
coyntries. in and to any and ail intentions which are disclosed and cloimod. and amy at^ ail 
indentions which are disclosed but not claimod. in thm applicotion for United Stmsos Patent. 

*^hich has been executed by the undersigned om March 11, 2002 and iSj.entitled 

February 22, 2002 
March 11, 2002 

CCMPOUNDS SPECIFIC TO ADENOSINE A| RECEPTOE AND OSES THEBEOV 

(U.S. Serial Ho. 10/000.280 • filed November 30, 2001, clalsdLng benefit of 
O.S. Provisional Application No- 60/250,895, filed Deceidmr 1 , 2000) 



and in and to said op plication and all ditisionoi. continuing, substitute. renewaL reisstte. and all 
other applications for US. Letters Patent or other related property righu im amy amd ail 
foreign countries which hawe been or sholl be filed on any of said in^emtiomg diselosed im satd 
application: and in and to all originol amd reissued patents or related foreign doeumtemiS which 
hau beem or shall be issued om said inreruioms: 

Authorize and request the Commissioner of Patents of the United States to issue to said 
Assignee, the corporation abo^ nom^d. their successors, assigns amd legoi represemtmsi^es. in 
aciordanee ^Hh ihis assignment, amy amd ail United States Uurrs Patent om soid im^emtioms 
or amy of ihem disclosed im soid applicotiom: 



Agiee that Mid Ahhigntt may apply ioi and teceiue io^zign Lztttu Pattnt oi 
\ighth oi ojty othz% kind icx laJd invzntioM, o\ any thtm; and may claim, in 
appticalioni ic% hoid ioxzign Itttzu Patzni o\ othet xighU^ thz puoxily oi (he 
aioxthoid Unittd Statt6 pattnt application andci tht piOwuon6 oi the lnte,\nationai 
Convention oi Bl 3 and latex modi^cationh tficteoj, andtx the Patent Coopexation 
Txeaty, undex the Euxopean Patent Convtntion ox andex any othex available 
intexnational agxeement; and that, when \equeUed, without chaxge to, bat at the 
expense oi, hoxd Auignee, ith uiccehhoxh, ahUgn^ and legal xepxe^entativei, to caxxy 
out in good iaith the intent and puxpohe oi thih ahhignment, the undexugned ox the 
undexUgned'^ executox^ ox adminiUxatoxb will, iox the United States and ait ioxtign 
coantxie^, extcute alt diviuonal, continuing, ^ubUitute, xeneuMl, xei^uie, and all 
othex patent applications ox othex documenti on any and ail uud inventions; execuXe 
oil xightiijJ oathh, ahhignmenth, powexs oi attoiney and othex papcxsj communicate to 
said Assignee, its buccessoxs, assigns and lepxe hentatives, ait iacts known and 
documentk available to the andexsigned xelating to haid inventions and the ,hi^oxy 
thexeoi; teUiiy in aii legai pxoceedings; and genexally do evexything pchsibie which 
saJd Assignee, its successoxs, assigns ox xcpxe^entativts shait cons^ex desixable iox 
aiding in sccuxing, maintaining and enioxcing pxopex ftatent pxotection iox ^< iid 
invt^ntions and iox vesting title to said inventions and ail applicaXians iox patents ox 
xclated ioxcign tights and all patents on ^aid inventions, in said Assignee, its 
succcuojk, a^higns and Icgai tepxesentativeh; and 

Cobrnant u;i£/i haJd Assignee, its iucceuoii. ahsign^ and fegoi xepxesentaXives 
that no assignment, gxant, moxtgage, licznhe ox othex agtecment aiiecting the xights 
and pxopexty fcctccn conveyed hah been made to offccts by the andexsigned, and that 
iuil xight to convey the 6ame as hexein expxei^ed ih poaehsed by the andexsigned. 




£L-SJ 



Vote: J^icj^'Ch 20C>? Arlindo L. Castelhano 



Witness: / 
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Vatei 

\jJitneiS: 



^yBrfan McKibben 
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David J. Witter 



